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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Hachette Filipacchi Presse

Granted to Date
of previous ex-
tension

01/03/2016

Address 149 rue Anatole France
Levallois-Perret Cedex, 92534
FRANCE

Attorney informa-
tion

Gary H. Fechter
MCCARTER & ENGLISH LLP
245 PARK AVENUE
NEW YORK, NY 10167
UNITED STATES
gfechter@mccarter.com,apang@mccarter.com,lshyavitz@mccarter.com,rdesalv
o@mccarter.com Phone:212-609-6800

Applicant Information

Application No 86540377 Publication date 07/07/2015

Opposition Filing
Date

01/04/2016 Opposition Peri-
od Ends

01/03/2016

Applicant Kleha, Dani Elle
6000 Washington Ave
Jermyn, PA 18433
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 2004/01/01 First Use In Commerce: 2004/01/01
All goods and services in the class are opposed, namely: Shirts

Class 041. First Use: 2004/01/01 First Use In Commerce: 2004/01/01
All goods and services in the class are opposed, namely: Entertainment services by a musical artist
and producer, namely, musical composition for others and production of musical sound recordings;
Entertainment services in the nature of presenting live musical performances

Grounds for Opposition

False suggestion of a connection Trademark Act section 2(a)

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration 758137 Application Date 11/14/1962

http://estta.uspto.gov


No.

Registration Date 10/08/1963 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1945/11/01 First Use In Commerce: 1945/00/00
Magazine

U.S. Registration
No.

861159 Application Date 02/01/1966

Registration Date 11/26/1968 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1951/03/20 First Use In Commerce: 1955/10/13
PROMOTING THE SALE OF WOMEN'S APPAREL BY OTHERS BY STAGING
STYLE SHOWS AND BY THE PREPARATION OF VARIOUS TYPES OF AD-
VERTISING

U.S. Registration
No.

862001 Application Date 07/24/1967

Registration Date 12/17/1968 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class U039 (International Class 010, 025, 026). First use: First Use: 1949/03/22
First Use In Commerce: 1965/03/22
DRESSES, [ CLOAKS, CAPES, ] SKIRTS, JACKETS, [ SUITS, TWO-PIECE
COSTUMES OR SUITS, ] COATS, SWEATERS, [ BODICES, PULLOVERS,
HOUSE-GOWNS, SLIPS, COMBINATION UNDERWEAR, PETTICOATS, COR-
SETS, SHEATH CORSETS, BUST-BODICES, BRASSIERES, UNDERSHIRTS,
UNDERWEAR, ] BATHING SUITS, [ JODPHURS, KNICKERS, STOCKINGS, ]
TIES, SCARVES, [ SQUARE SHAWLS, HATS, ] CAPS, GLOVES [, AND SLIP-
PERS ]

U.S. Registration
No.

1454808 Application Date 02/28/1986

Registration Date 09/01/1987 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 0 First Use In Commerce: 0
TOILETRIES AND COSMETICS, NAMELY PERFUMES; [ COLOGNES; ] TOI-



LET WATER; ESSENTIAL OILS; [ HAIR; ] SKIN AND BATH LOTIONS;TOILET
SOAPS; BODY LOTIONS [ AND POWDERS; PERSONAL DEODORANTS;
FACE POWDER AND LOTIONS; ] LIPSTICK; [ LIP LINERS; EYE SHADOW;
EYEBROW PENCILS; EYE LINERS; LIQUID FOUDATION; MASCARA;
BLUSH; ROUGE; SKIN ASTRINGENTS; CLEANSERS AND SCRUBS; FACIAL
MASKS; ] SKIN MOISTURIZING LOTION; [AND CREAMS; HAIR SHAMPOO;
HAIR CONDITIONING LOTION; EYE MAKE-UP REMOVER; NAIL POLISH;
NAIL HARDENER; NAIL POLISH REMOVER; CUTICLE REMOVERS AND
CONDITIONERS; TALCUM POWDER; SHAVING CREAM; HAIR DEPILATOR-
IES; SUN SCREENING CREAMS; FOAMS AND LOTIONS; HAIR STYLING
MOUSSE AND GELS; HAIR SPRAY; ] BATH GELS AND OILS; [ BUBBLE-
BATHS; AND DENTRIFICESS ]

U.S. Registration
No.

1454393 Application Date 12/04/1986

Registration Date 08/25/1987 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1986/02/00 First Use In Commerce: 1986/02/00
LINGERIE

U.S. Registration
No.

1571639 Application Date 10/19/1988

Registration Date 12/19/1989 Foreign Priority
Date

09/14/1988

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
ADDING MACHINES AND CALCULATORS

U.S. Registration
No.

1943456 Application Date 03/08/1994

Registration Date 12/26/1995 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 0 First Use In Commerce: 0



[ precious metals and their alloys, namely, gold, silver, platinum and bronze;
items made of precious metal and their alloys or coated therewith, namely, ash-
trays, cigar and cigarette boxes and cases, cigar and cigarette holders, match
boxes, match holders, snuff boxes, lighters, buckles, busts, boxes for needles
and boxes for sweetmeats, baskets for household purposes, trays, candelabra,
candlesticks, candle rings, coffee services andmore generally household
utensils, suchas cruet stands (for oil and vinegar) cups, egg cups, napkins hold-
ers and napkin rings, nut crackers, salt cellars and salt shakers, sugarbowls, ta-
ble plates, tea caddies and tea services, toothpick holders, vases, sacred ves-
sels, figures and statuettes, mirror and picture frames; ] jewelry, such as ear-
rings, [ bracelets, ] necklaces, rings, [ long chain necklaces, brooches, chains,
pendants, decorative buttons, including costume jewelry; precious gemstones; ]
horological and chrometric instruments, namely, watches [ and clocks and ac-
cessories and partsand fittings thereof such as watch cases, watch bands,
watch chains, watch glasses, clock cases ]

U.S. Registration
No.

1322177 Application Date 11/10/1983

Registration Date 02/26/1985 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use: First Use: 0 First Use In Commerce: 0
(( Umbrellas; )) Articles Made of Leather, Imitation Leather and Canvas-
Namely,Luggage, [ Travelling Bags, ] Tote Bags, Hand Bags, (( Beach Tote
Bags, )) Shoulder Bags, Cosmetic Bags Sold Empty, [ Key Cases, ] Shopping
Tote Bags [, (( and Wallets )) ]

U.S. Registration
No.

1318319 Application Date 11/10/1983

Registration Date 02/05/1985 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 026. First use: First Use: 0 First Use In Commerce: 0



Earrings of Nonprecious Metal

U.S. Registration
No.

1419815 Application Date 11/04/1985

Registration Date 12/09/1986 Foreign Priority
Date

07/03/1985

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
SPECTACLES [AND VIDEOCASSETTES]

U.S. Registration
No.

1421118 Application Date 11/04/1985

Registration Date 12/16/1986 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 022. First use: First Use: 0 First Use In Commerce: 0
BAGS FOR STORAGE; SACKS OF TEXTILE FOR PACKAGING; [ NON-
METALLIC WRAPPING OR BINDING BANDS ]

U.S. Registration
No.

1429609 Application Date 11/04/1985

Registration Date 02/17/1987 Foreign Priority
Date

NONE

Word Mark ELLE



Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 0 First Use In Commerce: 0
NEWS AGENCY SERVICES- NAMELY, GATHERINGAND DISSEMINATING
NEWS BY ELECTRONIC TRANSMISSION

U.S. Registration
No.

1314558 Application Date 11/10/1983

Registration Date 01/15/1985 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 0 First Use In Commerce: 0
Stationery-Namely, Notebooks, Writing Pads, (( Fountain Pens, )) Pencils,((
Pencil Holders, Indexes, Stationery Portfolios,)) Notebooks/Writing Pads ((, Ad-
dress Books, Folders)) [, DIARIES ]

U.S. Registration
No.

1348158 Application Date 12/10/1984

Registration Date 07/09/1985 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE



Goods/Services Class 025. First use: First Use: 0 First Use In Commerce: 0
FOOTWEAR-NAMELY, SHOES [, BOOTS, SLIPPERS, SANDALS AND
CLOGS ]

U.S. Registration
No.

1668272 Application Date 01/10/1990

Registration Date 12/17/1991 Foreign Priority
Date

07/17/1989

Word Mark ELLEDECOR

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
[ data processing equipment and computers; computer furniture; blank informa-
tion holders and carriers for computer programs; namely, cards, bands, tapes,
ribbons, drums, cassettes, discs, sheets and films; computer software programs
and teaching apparatus and instruments consisting of computer drive peripher-
als and software and computer furniture for use inthe field of consulting services
on interior and exterior decorating, architecture, landscaping, gardening and hor-
ticulture, cuisine, art and sculpture, artifacts, antiques and collections, furniture,
household accessories, accoutrements and fixtures, critiques of residences, bio-
graphical sketches, electronics for thehome, national and international lifestyles,
travel, tourism and photography ]
Class 016. First use: First Use: 0 First Use In Commerce: 0
printed matter and periodicals, namely,newspapers, reviews, pamphlets, bro-
chures, newsletters, information or advertising letters, journals and magazines in
the fields of interior and exterior decorating, architecture, landscaping, gardening
and horticulture; cuisine [ ; art and sculpture, artifacts, antiques and collections;
furniture; household accessories, accoutrements, and fixtures; critiques of resid-
ences, biographical sketches;electronics for the home; national and international
life-styles, travel, tourism and photography; stationery; stationery boxes, cabin-
ets, folders, writing paper and envelopes; paper; namely, bond, carbon, con-
struction, corrugated, crepe, fiber, filler, illustration, lining, magnetic, mimeo-
graph, newsprint, note, onion skin, packing, printing reproduction, tracing, type-
written and wrapping; paper-board; blank or partially printed postcards; poster
board; printing blocks; cards; namely, blank, business, file, index, gift and greet-
ing, note, playing, record and score cards; cardboard containers(boxes) for
wrapping and packaging; plastic for wrapping ]
Class 038. First use: First Use: 0 First Use In Commerce: 0
[ telecommunications services; telephone communication services; audio visual
and video communication services; namely,audio visual, cable, and satellite
telecommunication broadcast and telephone transmission services, home video,
and recorded music services; telegraph services; cable telegram transmission
and communication services; electronic mail services, providing electronic ac-
cess to databanks; teleconferencing services; teletype communication services;
operating closed circuit television for others; audio visual and video information
and communication utilizing telecomputer terminal units, peripheral systems and
video display systems ]
Class 040. First use: First Use: 0 First Use In Commerce: 0



[ film, video tape and audio tape duplication services ]
Class 041. First use: First Use: 0 First Use In Commerce: 0
[ educational and training services in the use and operation of licensees, com-
mercial concessions and franchising networks, including basic training for per-
sonnel; fashion trends and clothing design;interior decorating; sewing and weav-
ing; home furnishings, design and decoration of shutters, silk painting; home
economics, all conducted through courses, seminars, tutorials, conferences, col-
loquies, lectures, and closed circuit television broadcasts; production of radio
and television programs; ] publication of books, [ illustrations, ] magazines, and
newspapers [ ; correspondence courses in the field of entertainment services
through the use of television and/or radio, involving news, documentary, plays,
movies, docu-drama, melodrama, sports, comedy, variety shows, game shows,
serials, education, nature, public information, business, political and social com-
mentary, and public debate programs; film, videotape and audio tape production
services; film videotape rental services; audio tape recording studio services,
and recordmaster production services ]
Class 042. First use: First Use: 0 First Use In Commerce: 0
[ news agency services; namely, gathering and dissemination of news, news
clipping services, and providing information to newspapers, other news services,
magazines, publishers, local television stations and national television network-
ing,public broadcasting stations; all cabletelevision networks, satellite network-
sand systems; syndicated news programs, syndicated columnists, national syn-
dicators, and radio stations in the field of national and international news, busi-
ness, sports, politics, diplomacy, entertainment, science and medicine, and com-
mentary ]

U.S. Registration
No.

1732988 Application Date 12/23/1991

Registration Date 11/17/1992 Foreign Priority
Date

NONE

Word Mark ELLE DECOR

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1989/10/03 First Use In Commerce: 1989/10/03
magazines featuring interior and exterior decorating, architecture, landscaping,
gardening and horticulture; cuisine; art and sculpture, artifacts, antiques and col-
lections, furniture; household accessories, accoutrements, and fixtures; critiques
of residences; biographical sketches; electronics for the home; nationaland inter-
national lifestyles, travel, tourism and photography

U.S. Registration
No.

2120688 Application Date 04/08/1994

Registration Date 12/16/1997 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1984/09/14 First Use In Commerce: 1984/09/14
[ promoting the goods and services of others through the distribution of discount
and/or priority user cards;] offeringtechnical assistance in the establishment and/
or operation of fashion shows andbeauty pageants, beauty salons and fashion
wear boutiques; [ copyright management services; advertising slogan licensing



services; organizing trade show expositions in the entertainment arts field featur-
ing music, theater and cinematographic products; organizing trade show exposi-
tions featuring home and garden decorating products, landscaping products and
culinary products ]
Class 042. First use: First Use: 1984/09/14 First Use In Commerce: 1984/09/14
[ interior design services;] [ architecture services; landscape gardening services;
construction drafting services; technical research in the fields of landscaping,
landscape gardening and interior and exterior decorating; consulting services in
the fields of landscaping and landscape gardening; ] providing consultingto oth-
ers in the fields of beauty, health and fashion wear; [consulting in the fields of in-
terior and exterior decorating]; consulting services in the field ofcooking;[ provid-
ing temporary housing accommodations, providing boarding housesand con-
valescent homes; providing personal escort services; providing beauty and
hairdressing salons; providing marriage bureaus; providing costume rentals; ]
providing social clubs; editing written texts for others;[ dating services;] [ printing
services; computer programming services]; [ personal letter writing for others;]
setting up and compiling data banks; [ hotel and restaurant services; retail cloth-
ing boutique store services; ] mail order services rendered by a clothing
boutique; [ retail clothing boutique store services offered within a department
store ]

U.S. Registration
No.

2199132 Application Date 07/12/1993

Registration Date 10/27/1998 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
[ amusement apparatus adopted for use with television receivers, namely, audio
visual teaching apparatus, namely, film and video projectors for use with or
without slides, precision balances, weighing apparatus; dictating machines, re-
cord players, audiovideo receivers, audio/video tape recorders, video recorders,
remote control apparatus, electronic and computer peripheral juke boxes, com-
puters, data processors; ] data bases containingstored information in the field of
music, theater, cinema, literature, arts, education, home decoration, gardening,
landscaping, culinary arts, fashion and beauty to be read/consulted and or used
on computer terminals and video equipment; [ blank magnetic data carriers for
computer programs and video equipment, for optical, digital or audiovisual use,
namely, video discs, interactive video discs,blank and rereadable video disc;
magnetic coded cards, blank audio tapes, blankmagnetic computer tapes, blank
video tapes, prerecorded audio, computer and video tapes featuring themes
such as music,theater, cinema, literature, arts, education, home decoration,
gardening, landscaping, culinary arts, fashion and beauty; blank audio and blank
video cassettes, prerecorded audio and prerecorded video cassettes featuring
themes such as music, theater, cinema, literature, arts, education, home decora-



tion, gardening, landscaping, culinary arts, fashion and beauty; floppy discs for
computers; ] compact discs, and audio and/or video discs featuring themes such
as music, theater,cinema, literature, arts, education, home decoration, garden-
ing, landscaping, culinary arts, fashion and beauty; [ exposed camera film and
motion picture film featuring themes such as music, theater,cinema, literature,
arts, education, home decoration, gardening, landscaping, culinary arts, fashion
and beauty; computer software programs for use in the field of consulting ser-
vices on interior andexterior decorating, architecture, landscaping, gardening
and horticulture, cuisine, art, furniture, critiques of residences, biographical
sketches, travel, tourism, photography, fashion and sportingactivities; computer
software programs for use in culinary arts, home decoration, fashion and beauty
for household and domestic use; computer software programsfor use in review-
ing developments and current events in the field of cinema, arts, theater, dance,
pantomime, mime, circus, musical and literary entertainment;computer software
programs for use in the field of documentaries concerning science, natural sci-
ence, animal and plant life, the human body and its functions, health and diet for
humans and animals, learning-a-language programs, arts, cinema and literature;
cash registers and calculating machines ]

U.S. Registration
No.

2242315 Application Date 05/09/1995

Registration Date 05/04/1999 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 028. First use: First Use: 0 First Use In Commerce: 0
[interactive video game programs; games, namely, boardgames, card games,
manipulative games, toys, namely, wind-up toys, battery operated and non-
battery operated mechanical action toys, plush toys, inflatable bath toys, battery
operated and non-battery operated stuffed toys, battery operated and non-
battery operated dolls]
Class 038. First use: First Use: 0 First Use In Commerce: 0
[communication services, namely, radio communication services,] telephone
communications services, [telegraph services and video teleconferencing ser-
vices, telegraph services and video teleconferencing services;] electronic trans-
mission ofdata, images and sounds and documents via computer terminals; [
television and radio broadcasting services; including cable transmissions of such
services; telex transmission services; telegram transmission services;] electronic
transmission of information from data banks via computer terminals; [cable tele-
vision transmission services]
Class 039. First use: First Use: 0 First Use In Commerce: 0
[home and office delivery of multimediaand audiovisual products, namely, vide-
odiscs, compact discs, interactive discs,and compact discs with read only
memory(CD-ROM)]
Class 041. First use: First Use: 0 First Use In Commerce: 0
[educational services, namely, administration of cultural exchange programs; en-
tertainment services, namely, sponsoringsports competitions and tournaments;
education in the field of music, theater, cinema, literature, arts, home decoration,
gardening, landscaping, culinary arts, fashion and beauty rendered through cor-
respondence courses; providing classes of instruction to beginners and ad-
vancedpersons in the field of music, theater,cinema, literature, arts, education,
home decoration, gardening, landscaping, culinary arts, fashion and beauty;
conducting educational conferences, workshops and courses of instruction in
the field of music, theater, cinema, literature, arts, education, home decoration,



gardening, landscaping, culinary arts, fashion and beauty; educational confer-
ences, forums, congresses and colloquiums in the field of music, educational
services, namely, administration of cultural exchangeprograms; entertainment
services, namely, sponsoring sports competitions and tournaments; education in
the field of music, theater, cinema, literature, arts, home decoration, gardening,
landscaping, culinary arts, fashion and beauty rendered through correspond-
ence courses; providing classes of instruction to beginnersand advanced per-
sons in the field of music, theater, cinema, literature, arts, education, home dec-
oration, gardening, landscaping, culinary arts, fashion and beauty; conducting
educational conferences, workshops and courses of instruction in the field of
music, theater, cinema, literature, arts, education, home decoration, gardening,
landscaping, culinary arts, fashion and beauty; educational conferences,] for-
ums, [congresses and colloquiums] in the field of [music, theater,cinema, literat-
ure, arts, education, home decoration, gardening, landscaping, culinary arts,]
fashion and beauty; [ publication of books; entertainment in the nature of games
and contests, namely, essay-writing and novel-writing contests; beauty pa-
geants; indoor and outdoor sports competitions featuring, hockey, soccer, foot-
ball and volleyball; production of radio and television programs; ] entertainment
services, namely, providing an on-line entertainment variety show, featuring
[music, theater, cinema, literature, arts, education, home decoration, gardening,
landscaping, culinary arts,] fashion and beauty; [ entertainment services in the
nature of a cable television variety show featuring music, theater, cinema, literat-
ure, arts, education home decoration, gardening, landscaping, culinary arts,
fashion and beauty; audio recording and production services; libraries and
books lending services; video and game library services; video tape film produc-
tion ]
Class 042. First use: First Use: 0 First Use In Commerce: 0
[legal consulting services; correspondence exchange services; ] licensing of in-
tellectual property; [ computer programming services; programming electronic
instruments for others; editing of written texts; news syndication reporting; lan-
guage translation; printing services; rental of computers and rental of display ap-
paratus for use in multimedia presentations using slides, film, tape recordings
and special lighting effects; ] editing of written texts, [ illustrations books,] book
reviews, [ newspapers, ] periodicals, magazines and publications of all types re-
gardless of their form, including electronic and digitalized publications, [ desktop
publishing of sound and/or visual media - or multimedia software programs for
others; ] compiling data bases and data banks for use by others; [ production
and rental of motion picture film,video-cassette tapes and multi-media entertain-
ment software]

U.S. Registration
No.

2560906 Application Date 05/07/1999

Registration Date 04/16/2002 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of NONE



Mark

Goods/Services Class 031. First use: First Use: 0 First Use In Commerce: 0
Natural agricultural products, namely, living, natural [ and dried ] flowers,
[agricultural seeds, living, natural anddried plants, bunches of flowers, wreaths
of flowers, flower bulbs, ] rose bushes

U.S. Registration
No.

2708222 Application Date 07/20/1989

Registration Date 04/22/2003 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 008. First use: First Use: 0 First Use In Commerce: 0
[ TABLE UTENSILS, NAMELY, KNIVES, FORKS, AND SPOONS ]
Class 009. First use: First Use: 0 First Use In Commerce: 0
SPECTACLES
Class 020. First use: First Use: 0 First Use In Commerce: 0
[ FURNITURE ]
Class 021. First use: First Use: 0 First Use In Commerce: 0
[ DISHES, PLATES,][ CUPS,] [ DRINKING GLASSES, BOTTLES, BOTTLE
STANDS, COASTERS, BOTTLE OPENERS, JUGS, BRUSHES FOR CLEAN-
ING TANKS AND CONTAINERS, BRUSHES FOR FOOTWEAR, ELECTRIC
BRUSHES, BRUSHES FOR CLOTHING, TOOTHBRUSHES, TRAYS, COFFEE
SERVICE IN NON-PRECIOUS METAL, COFFEE POTS,MENU CARD RESTS,
POTS FOR MAKE-UP SOLD EMPTY, FRUIT CUPS, STATUES AND FIGUR-
INESOF PORCELAIN, TERRA COTTA AND GLASS, BASINS, COOKING
POTS, BUTTER DISHES, GLASSJARS, DRINKING VESSELS, ORNAMENTAL
BOXES OF GLASS, ALL-PURPOSE BOXES OF METAL FOR DOMESTIC
USE, BASIN BOWLS, CORK SCREWS, SPONGES FOR HOUSEHOLD PUR-
POSES, TOILET SPONGES, FLASKS IN NON-PRECIOUS METAL,OIL
CRUETS IN NON-PRECIOUS METAL, CRUMBTRAYS, FITTED VANITY
CASES, PERFUME VAPORIZERS, CURRY COMBS, FITTED PICNIC BAS-
KETS, HAND OPERATED PEPPER MILLS, PEPPER POTS IN NON-
PRECIOUS METAL, POWDER COMPACTS IN NON-PRECIOUS METAL
SOLD EMPTY, BUCKETS, PAILS, EPERGNES,] [ MUGS, ] [ GOBLETS, BAS-
KETS FOR DOMESTIC USE, TRAYS FOR DOMESTIC USE, SAUCERS IN
NON-PRECIOUS METAL,] [ CUPS IN NON-PRECIOUS METAL ] [, TABLE
PLATES, DECANTERS, DISHES IN NON-PRECIOUS METAL, DECANTER
STANDS, GLASS BOWLS, STEW PANS, EGG CUPS IN NON-PRECIOUS
METAL, PITCHERS, POTS IN NON-PRECIOUSMETAL, AND KNIFE RESTS
FOR THE TABLE ]
Class 024. First use: First Use: 0 First Use In Commerce: 0
[ BATH TOWELS, HAND TOWELS ] [, TABLE CLOTHS, TEXTILE TABLE NAP-
KINS, SHEETS, BLANKETS AND PILLOWCASES ]
Class 025. First use: First Use: 0 First Use In Commerce: 0
FOOTWEAR - NAMELY, SHOES, BOOTS, [ SLIPPERS, ] SANDALS AND
CLOGS

U.S. Registration
No.

2914032 Application Date 08/30/1990

Registration Date 12/28/2004 Foreign Priority NONE



Date

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 0 First Use In Commerce: 0
beauty and cosmetic products, namely, [sun-tanning preparations (cosmetics),
cosmetic and eyebrow pencils,] cosmetics creams, [ make-up removing prepara-
tions,dentifrice, depilatories and depilatorypreparations, cleansing milk for toilet-
purposes, make-up, make-up powder, make-up preparations, beauty masks,
nail care preparations, nail varnish, false-nails, ] cosmetic preparations for skin
care, [ cosmetic preparations for slimming purposes in the form of oil, lotion,
cream and gel, oils for cosmetic purposes, pomades for cosmetic purposes, de-
odorantsfor personal use, cotton sticks and cotton wool for cosmetic purposes,
cosmetickits, namely, a small bag, box or case containing lipstick, blush, mas-
cara, cosmetic pencils and eyeshadow, cosmetic preparations for baths, cos-
metic preparations for eyelashes, eyebrow cosmetics, decorative transfers for
cosmetics purposes ]
Class 021. First use: First Use: 0 First Use In Commerce: 0
(( hair brushes, )) [ nail brushes, eyebrow brushes, hair combs, cosmetic wipes,
powder puffs and perfume sprayers soldempty ]

U.S. Registration
No.

4284558 Application Date 06/11/2010

Registration Date 02/05/2013 Foreign Priority
Date

NONE

Word Mark ELLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
(Based on 44(e)) Video recordings featuring music, theater, cinema, literat-
ure,arts, as well as home decoration, gardening, landscaping, culinary arts,
fashion and beauty
Class 038. First use: First Use: 1996/11/30 First Use In Commerce: 1996/11/30
(Based on Use in Commerce) Transmissionand broadcast of images, sounds,
data, information by computer terminals; providing user access to a global com-
puter network; interactive communication services, namely, interactive delivery
of videoover digital networks, transmission of sound and vision via satellite or in-
teractive multimedia networks; information transmission services via digital net-
works designed for public information; communications on computer networks in
general; transmission of information by electronic means; providing discussion
forums on the Internet; virtual chat rooms established via text messaging; instant
messaging services; wireless electronic transmission of voice signals, data, fac-



similes, images and information (Based on 44(e)) Television and radio broad-
casting services, including cable transmissions of such services; communication
services,namely, cable television transmission services; transmission and
broadcast of images, sounds, data, information by cable, by data communica-
tions channel, namely, cable, satellite and fiber optics andvia telecommunication
networks, wireless communication networks and the internet; broadcasting of ra-
dio and television programs; providing online forums for transmission of mes-
sages in the fields of literature, education, home decoration, publication of books
Class 041. First use: First Use: 1996/11/30 First Use In Commerce: 1996/11/30
(Based on Use in Commerce) Online publication of books, periodicals, newspa-
per,magazines, illustrations; providing an online magazine featuring information
inthe fields of fashion, beauty, entertainment, cooking, music, theater, cinema,
literature, arts, education, home decoration, gardening, landscaping; entertain-
ment services, namely, providing an online service featuring photographs, and
other multimedia materials in the fields ofentertainment, music, theater, cinema,
literature, arts, and education; providing a web site featuring information in the
fields of music, and commentary and articles of general interest issues in the
fields of entertainment and games; (Based on 44(e)) Entertainment in the nature
of beauty pageants; production of television programs; entertainment services in
the nature of a cable television variety show featuring fashion and beauty; video
tape film production; services for the public entertainment, namely, organization
of shows for cultural purposes; organization of conferences, forums, con-
gresses, colloquiums in the fields of fashion, beauty, entertainment, cooking,
music, theater, cinema, literature, arts, education, home decoration, gardening,
landscaping, media for non business purposes; production and editing of movie,
radio and television programs, including computer editing of texts and still or an-
imated images and musical or non-musicalsound, for interactive use or not; or-
ganization of sports competitions and arranging and conducting competitions in
thefields of fitness and exercise, fashion, beauty, entertainment, cooking, mu-
sic,theater, cinema, literature, arts, child and adolescent educational issues,
home decoration, gardening, landscaping, and media; organization of games
and lotteries; production and editing of radio information and entertainment pro-
grams; entertainment services, namely, providing on-line computer games;
providing a web site featuring non downloadable musical performances, musical
videos, video recordings and related film clips; assistingothers with online elec-
tronic publishing; providing of information via the Internet in the fields of literat-
ure and education; publication of books; publishingof illustrations, books, news-
papers, and video-cassette tapes
Class 042. First use: First Use: 2002/01/31 First Use In Commerce: 2002/01/31
(Based on Use in Commerce) Computer services, namely, interactive hosting
services which allow the user to publish and share their own content and images
online; providing search engines on the Internet; hosting a website allowing
users todownload texts, press articles, photographs, telegrams, pictures, logos,
messages, data, sounds, ringtones, music, games, video, and information;
providing customer-generated content in the nature ofcustomized web pages
and other data feed formats featuring user-defined information; hosting digital
content of others automatically selected and customized based on the known or
estimated geographical location of an Internet, mobile telephone or other wired
or wireless digital network based customer; (Based on 44(e))providing a website
allowing users to upload and download electronic files; computer programming
services; creating anddesigning web pages for others; providing search plat-
forms to allow users to request content from and receive content to a mobile
device; design, development and hosting of data banks, databases and web-
sites for others; providing of information via the Internet in the field of home dec-
oration; providing an online service featuring photographs, and other multimedia
materials in the field of home decoration
Class 044. First use: First Use: 1996/11/30 First Use In Commerce: 1996/11/30
(Based on Use in Commerce) Providing a web site featuring information in the



field of beauty; providing an online service featuring photographs, and other mul-
timedia materials in the field of beauty
Class 045. First use: First Use: 1996/11/30 First Use In Commerce: 1996/11/30
(Based on Use in Commerce) Providing a web site featuring information and
content in the fields of personal relationships, dating and fashion; providing
horoscope information via computer networks; providing an online service fea-
turing photographs, and other multimedia materialsin the field of fashion
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ME1 21734471v.2 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

In the Matter of Application Serial No. 86/540,377  

Published in the Official Gazette on July 7, 2015 

----------------------------------------------------------------x 

HACHETTE FILIPACCHI PRESSE,  : Opposition No.    

       : 

    Opposer,  :  

       : NOTICE OF OPPOSITION 

   v.    : 

       : 

DANI ELLE KLEHA,    : 

       : 

    Applicant.  : 

----------------------------------------------------------------x 

 

Opposer Hachette Filipacchi Presse, a French corporation with a principal place of 

business at 149, Rue Anatole France, Levallois-Perret Cedex, 92534, France (“Opposer”), 

believes that it would be damaged by the issuance of a registration for the trademark DANI-

ELLE (“Applicant’s Mark”) as applied for in Application Serial No. 86/540,377 (the 

“Application”) filed on February 19, 2015 by Dani Elle Kleha (“Applicant”), and therefore 

opposes registration of same under Section 13 of the U.S. Trademark Act, 15 U.S.C. § 1063.   

The grounds for the opposition are: 

1. On February 19, 2015, Applicant filed the Application for “Shirts” in Class 25 

and “Entertainment services by a musical artist and producer, namely, musical composition for 

others and production of musical sound recordings; Entertainment services in the nature of 

presenting live musical performances” in Class 41.  The Application was filed based on use in 

commerce and claims a first use date of January 1, 2004 and a first use in commerce date of 

January 1, 2004 for both the Class 25 goods and Class 41 services. 

2. The Application was published for opposition in the Official Gazette on July 7, 

2015. 
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3. Opposer timely filed two requests to extend the deadline for opposing the 

Application.  Opposer’s Notice of Opposition is timely filed. 

4. Opposer is the owner of the world famous brand ELLE. 

5. ELLE magazine was launched in the United States in 1985.  ELLE is said to be 

the world’s largest fashion magazine, with 46 international editions in over 60 countries, and 23 

million readers globally.  ELLE print and digital magazines features extensive coverage (e.g., 

articles, photography and advertisements) of fashion, celebrities, apparel, jewelry, film, 

television, arts and entertainment.  ELLE magazine and the ELLE brand are extensively 

promoted on the Internet, via social networking sites, at newsstands and elsewhere, and enjoy 

substantial sales and reputation. 

6. ELLE magazine has been regularly distributed in the United States since its 

launch in 1985.  The U.S. edition of ELLE magazine is widely circulated in print, with over 

1.125 million copies sold monthly for a reach of nearly 5.6 million readers.  ELLE magazine is 

also digitally available on Opposer’s ELLE.com website, which receives over 4.6 million unique 

visitors for a total of approximately 25 million pages viewed each month, and, since at least as 

early as September 2010, on Apple and Android tablets through an ELLE application.  ELLE’s 

application reaches over 40,000 readers each month.  Opposer’s ELLE electronic newsletter is 

circulated weekly to its 130,000 subscribers. 

7. Not only is Opposer’s mark ELLE famous as a magazine publication, both in 

print and digital forms, but also more generally in the fashion, music and entertainment fields, 

with a strong diversification of the trademark for a wide range of goods and services.  The ELLE 

mark has been extensively used in connection with such goods as clothing and accessories, 

shoes, the online publication of books and magazines, providing a website featuring information 



 

3 
ME1 21734471v.2 

in the field of music and articles in the field of entertainment, cosmetics, perfumes, home goods, 

furniture, electronic applications and goods, including videos, electronic publications, jewelry, 

hair accessories, watches, eyewear, bags and giftware advice as a natural extension of ELLE 

magazine’s focus on fashion, shopping, beauty, pop culture, music, film, entertainment, art and 

celebrities.  Opposer owns a number of United States Registrations for the trademark ELLE 

covering clothing, including Registration Nos. 0862001, in use since March 22, 1949 and in use 

in commerce since March 22, 1965, covering “dresses, skirts, jackets, coats, sweaters, bathing 

suits, caps, gloves.”     

8. The ELLE mark has also established a strong presence on the Internet through 

numerous websites, including, but not limited to, www.elle.com and www.ellecanada.com, each 

of which has millions of visitors per month.  For example, the elle.com website features videos 

and film clips in the fields of fashion and accessories, hair and beauty, pop culture, film, news, 

life and love, shopping, and other topics of interest, plus links to third-party videos.  The 

elle.com site also offers a video platform with eight channels, which include fashion, celebrity 

and runway features.  Consequently, Opposer’s ELLE mark enjoys great media presence. 

9. As a natural extension of its role in the fashion industry with expertise on the 

latest fashion trends, the ELLE mark has been used extensively in connection with clothing and 

apparel.  Opposer has used the ELLE mark in commerce since at least as early as 1945 and since 

at least as early as March 22, 1965 in connection with clothing.     

10. The ELLE mark has also been used in connection with entertainment related 

services and promotions.  Among these many activities are the ELLE Style Awards, which have 

been awarded almost annually since 2002, and the ELLE Women in Music event, which honors 

some of the top female entertainers.  In Fall 2014, Opposer sponsored its 21
st
 annual ELLE 
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Women in Hollywood event, honoring some of the top female film actresses.  These events are 

widely reported in internationally distributed media such as the Hollywood Reporter, Variety, 

Celebrity Gossip, The Los Angeles Times, The Huffington Post, The Denver Post, YouTube and, 

of course the various platforms for ELLE magazine and other widely distributed publications and 

websites. 

11. The ELLE brand has been extensively promoted and advertised for magazines 

and various merchandise related to fashion, celebrity style, jewelry, film, arts, entertainment, 

beauty.  As a result of Opposer’s efforts, Opposer’s ELLE-branded magazines and merchandise 

have resulted in annual sales of millions of dollars in the United States.  The ELLE mark has 

become distinctive of Opposer’s goods and services, and Opposer’s ELLE mark has come to 

represent enormous goodwill for Opposer.   

12. The ELLE mark is universally recognized as a distinct brand associated with 

inspiring women and girls to create and embrace their own style as well as other positive values 

in modern society.   

13. The Trademark Trial and Appeal Board has determined that Opposer’s mark 

ELLE “is famous in connection with its magazine and within the fashion industry generally, and 

is entitled to broad protection.”  Hachette Filipacchi Presse v. Ev Int’l, LLC, Opposition No. 

91174433 (Sept. 5, 2008). 

14. Opposer owns numerous registrations and applications for its family of ELLE-

formative marks covering, as listed below, various goods and services (collectively, “Opposer’s 

Goods and Services”), including the following (collectively, the “Opposer’s Marks”): 
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Mark Reg. No./ 

Serial No. 

Reg. Date/ 

Filing Date 

Goods / Services 

ELLE 0758137 Oct. 8, 1963 Class 16: Magazines 

ELLE 0861159 Nov. 26, 

1968 

Class 35: Promoting the sale of women's apparel 

by others by staging style shows and by the 

preparation of various types of advertising 

ELLE 0862001 Dec. 17, 

1968 

Class 25: Dresses, skirts, jackets, coats, sweaters, 

bathing suits, ties, scarves, caps, gloves 

ELLE 1454808 Sept. 1, 

1987 

Class 3: Toiletries and cosmetics, namely 

perfumes; toilet water; essential oils; skin and bath 

lotions; toilet soaps; body lotions lipstick; skin 

moisturizing lotion; bath gels and oils 

ELLE 1454393 Aug. 25, 

1987 

Class 25: Lingerie 

ELLE 1571639 Dec. 19, 

1989 

Class 9: Adding machines and calculators 

 

1943456 Dec. 16, 

1995 

Class 14: jewelry, such as earrings, necklaces, 

rings, horological and chrometric instruments, 

namely, watches  

1322177 Feb. 26, 

1985 

Class 18: (( Umbrellas; )) Articles Made of 

Leather, Imitation Leather and Canvas-Namely, 

Luggage, Tote Bags, Hand Bags, (( Beach Tote 

Bags, )) Shoulder Bags, Cosmetic Bags Sold 

Empty, Shopping Tote Bags 

 
1318319 Feb. 5, 1985 Class 26: Earrings of nonprecious metal 

 
1419815 Dec. 9, 

1986 

Class 9: Spectacles 

1421118 Dec. 16, 

1986 

Class 22: Bags for storage; sacks of textile for 

packaging 

 

1429609 Feb. 17, 

1987 

Class 42: News agency services- namely, 

gathering and disseminating news by electronic 
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Mark Reg. No./ 

Serial No. 

Reg. Date/ 

Filing Date 

Goods / Services 

transmission 

1314558 Jan. 15, 

1985 

Class 16: Stationery-Namely, Notebooks, Writing 

Pads, (( Fountain Pens, )) Pencils,(( Pencil 

Holders, Indexes, Stationery Portfolios,)) 

Notebooks/Writing Pads ((, Address Books, 

Folders))  

 

1348158 July 9, 1985 Class 25: Footwear-namely, shoes 

 

1668272 Dec. 17, 

1991 

Class 16: Printed matter and periodicals, namely, 

newspapers, reviews, pamphlets, brochures, 

newsletters, information or advertising letters, 

journals and magazines in the fields of interior and 

exterior decorating, architecture, landscaping, 

gardening and horticulture; cuisine  

Class 41: Publication of books, magazines, and 

newspapers  

ELLE DECOR 1732988 Nov. 17, 

1992 

Class 16: Magazines featuring interior and exterior 

decorating, architecture, landscaping, gardening 

and horticulture; cuisine; art and sculpture, 

artifacts, antiques and collections, furniture; 

household accessories, accoutrements, and 

fixtures; critiques of residences; biographical 

sketches; electronics for the home; national and 

international lifestyles, travel, tourism and 

photography 

ELLE 2120688 Dec. 16, 

1997 

Class 35: Offering technical assistance in the 

establishment and/or operation of fashion shows 

and beauty pageants, beauty salons and fashion 

wear boutiques 

Class 42: Providing consulting to others in the 

fields of beauty, health and fashion wear; 

consulting services in the field of cooking; 

providing social clubs; editing written texts for 
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Mark Reg. No./ 

Serial No. 

Reg. Date/ 

Filing Date 

Goods / Services 

others; setting up and compiling data banks; mail 

order services rendered by a clothing boutique 

 

2199132 Oct. 27, 

1998 

Class 9: Data bases containing stored information 

in the field of music, theater, cinema, literature, 

arts, education, home decoration, gardening, 

landscaping, culinary arts, fashion and beauty to 

be read/consulted and or used on computer 

terminals and video equipment; compact discs, and 

audio and/or video discs featuring themes such as 

music, theater, cinema, literature, arts, education, 

home decoration, gardening, landscaping, culinary 

arts, fashion and beauty 

ELLE 2242315 May 4, 1999 Class 38: Telephone communications services; 

electronic transmission of data, images and sounds 

and documents via computer terminals; electronic 

transmission of information from data banks via 

computer terminals 

Class 41: Forums in the field of fashion and 

beauty; entertainment services, namely, providing 

an on-line entertainment variety show, featuring 

fashion and beauty 

Class 42: Licensing of intellectual property; 

editing of written texts, book reviews, periodicals, 

magazines and publications of all types regardless 

of their form, including electronic and digitalized 

publications, compiling data bases and data banks 

for use by others 

2560906 Apr. 16, 

2002 

Class 31: Natural agricultural products, namely, 

living, natural flowers, rose bushes 

ELLE 2708222 Apr. 22, 

2003 

Class 9: Spectacles 

Class 25: Footwear - namely, shoes, boots, sandals 

and clogs 
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Mark Reg. No./ 

Serial No. 

Reg. Date/ 

Filing Date 

Goods / Services 

 

2914032 Dec. 28, 

2004 

Class 3: beauty and cosmetic products, namely, 

cosmetics creams, cosmetic preparations for skin 

care 

Class 21: (( hair brushes, )) 

 

4284558 Feb. 5, 2013 Class 9: (Based on 44(e)) Video recordings 

featuring music, theater, cinema, literature, arts, as 

well as home decoration, gardening, landscaping, 

culinary arts, fashion and beauty 

Class 38: (Based on Use in Commerce) 

Transmission and broadcast of images, sounds, 

data, information by computer terminals; 

providing user access to a global computer 

network; interactive communication services, 

namely, interactive delivery of video over digital 

networks, transmission of sound and vision via 

satellite or interactive multimedia networks; 

information transmission services via digital 

networks designed for public information; 

communications on computer networks in general; 

transmission of information by electronic means; 

providing discussion forums on the Internet; 

virtual chat rooms established via text messaging; 

instant messaging services; wireless electronic 

transmission of voice signals, data, facsimiles, 

images and information (Based on 44(e)) 

Television and radio broadcasting services, 

including cable transmissions of such services; 

communication services, namely, cable television 

transmission services; transmission and broadcast 

of images, sounds, data, information by cable, by 

data communications channel, namely, cable, 

satellite and fiber optics and via 

telecommunication networks, wireless 

communication networks and the internet; 

broadcasting of radio and television programs; 

providing online forums for transmission of 
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Mark Reg. No./ 

Serial No. 

Reg. Date/ 

Filing Date 

Goods / Services 

messages in the fields of literature, education, 

home decoration, publication of books.  

Class 41: (Based on Use in Commerce) Online 

publication of books, periodicals, newspaper, 

magazines, illustrations; providing an online 

magazine featuring information in the fields of 

fashion, beauty, entertainment, cooking, music, 

theater, cinema, literature, arts, education, home 

decoration, gardening, landscaping; entertainment 

services, namely, providing an online service 

featuring photographs, and other multimedia 

materials in the fields of entertainment, music, 

theater, cinema, literature, arts, and education; 

providing a web site featuring information in the 

fields of music, and commentary and articles of 

general interest issues in the fields of 

entertainment and games; (Based on 44(e)) 

Entertainment in the nature of beauty pageants; 

production of television programs; entertainment 

services in the nature of a cable television variety 

show featuring fashion and beauty; video tape film 

production; services for the public entertainment, 

namely, organization of shows for cultural 

purposes; organization of conferences, forums, 

congresses, colloquiums in the fields of fashion, 

beauty, entertainment, cooking, music, theater, 

cinema, literature, arts, education, home 

decoration, gardening, landscaping, media for non 

business purposes; production and editing of 

movie, radio and television programs, including 

computer editing of texts and still or animated 

images and musical or non-musical sound, for 

interactive use or not; organization of sports 

competitions and arranging and conducting 

competitions in the fields of fitness and exercise, 

fashion, beauty, entertainment, cooking, music, 

theater, cinema, literature, arts, child and 
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Mark Reg. No./ 

Serial No. 

Reg. Date/ 

Filing Date 

Goods / Services 

adolescent educational issues, home decoration, 

gardening, landscaping, and media; organization 

of games and lotteries; production and editing of 

radio information and entertainment programs. 

entertainment services, namely, providing on-line 

computer games; providing a web site featuring 

non downloadable musical performances, musical 

videos, video recordings and related film clips; 

assisting others with online electronic publishing; 

providing of information via the Internet in the 

fields of literature and education; publication of 

books; publishing of illustrations, books, 

newspapers, and video-cassette tapes.  

Class 42: (Based on Use in Commerce) Computer 

services, namely, interactive hosting services 

which allow the user to publish and share their 

own content and images online; providing search 

engines on the Internet; hosting a website allowing 

users to download texts, press articles, 

photographs, telegrams, pictures, logos, messages, 

data, sounds, ringtones, music, games, video, and 

information; providing customer-generated content 

in the nature of customized web pages and other 

data feed formats featuring user-defined 

information; hosting digital content of others 

automatically selected and customized based on 

the known or estimated geographical location of 

an Internet, mobile telephone or other wired or 

wireless digital network based customer; (Based 

on 44(e)) providing a website allowing users to 

upload and download electronic files; computer 

programming services; creating and designing web 

pages for others; providing search platforms to 

allow users to request content from and receive 

content to a mobile device; design, development 

and hosting of data banks, databases and websites 

for others; providing of information via the 
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Mark Reg. No./ 

Serial No. 

Reg. Date/ 

Filing Date 

Goods / Services 

Internet in the field of home decoration; providing 

an online service featuring photographs, and other 

multimedia materials in the field of home 

decoration.  

Class 44: (Based on Use in Commerce) Providing 

a web site featuring information in the field of 

beauty; providing an online service featuring 

photographs, and other multimedia materials in the 

field of beauty.  

Class 45: (Based on Use in Commerce) Providing 

a web site featuring information and content in the 

fields of personal relationships, dating and fashion; 

providing horoscope information via computer 

networks; providing an online service featuring 

photographs, and other multimedia materials in the 

field of fashion. 

 

Copies of the certificates of registrations for Opposer’s Marks are attached as Exhibit A and 

made of record. 

15. Each of Opposer’s Marks is valid, subsisting and in full force and effect. 

16. Each of Opposer’s Marks is at least prima facie evidence of the validity of each 

registration, of Opposer’s ownership thereof, and of Opposer’s exclusive right to use such 

registered marks on the goods or services set forth in the registration. 

17. Registration Nos. 0758137, 0861159, 0862001, 1314558, 1318319, 1322177, 

1348158, 1419815, 1429609, 1454393, 1454808, 1571639, 1668272, 1732988, 1943456, 

2120688, 2199132, 2242315, 2560906, 2708222 and 2914032 are incontestable pursuant to 

Section 15 of the U.S. Trademark Act, 15 U.S.C. § 1065, and thus serve as conclusive evidence 

of the validity of Opposer’s Marks pursuant to 15 U.S.C. § 1115(b). 
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18. As of Applicant’s filing of the Application on February 19, 2015, Applicant was 

on constructive notice of Opposer’s Marks and Opposer’s rights in Opposer’s Marks as set forth 

in the registrations for Opposer’s Marks and, on information and belief, was on actual notice of 

Opposer’s use of and rights in the ELLE mark, including in connection with the promotion of 

goods and services bearing the ELLE label in the fields of fashion, fashion accessories, arts, film, 

television, entertainment, music, lifestyle, beauty and hygiene, given the fame of the ELLE mark 

in the magazine publishing, fashion and entertainment, and beauty industries. 

19. Opposer’s rights as conferred by Opposer’s Marks were in effect prior to any 

filing date or date of first use upon which Applicant can rely. 

20. Applicant’s Mark is confusingly similar to Opposer’s Marks and is proposed to be 

applied to goods and services that either are identical or similar and closely related to the goods 

and services offered and sold by Opposer under Opposer’s Marks.  Applicant’s Mark so closely 

resembles Opposer’s Marks as to be likely to be confused therewith and mistaken therefor.  

Applicant’s Mark is deceptively similar to Opposer’s Marks so as to cause confusion and lead to 

deception as to the origin of goods bearing Applicant’s Mark. 

21. Upon information and belief, goods and services made in relation to Applicant’s 

Mark will be promoted and sold or offered for sale through the same distribution channels and to 

the same classes of consumers as goods and services bearing Opposer’s Marks. 

22. Applicant’s Mark suggests an affiliation, connection or sponsorship between 

Applicant and Opposer, where none exists. 

23. Opposer is not affiliated or connected with Applicant; nor has Opposer endorsed 

or sponsored Applicant. 
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24. If Applicant is permitted to register Applicant’s Mark, the registration will give 

Applicant a prima facie exclusive right to the use of Applicant’s Mark in violation and 

derogation of the established prior rights of Opposer. 

FIRST CLAIM FOR RELIEF  

LIKELIHOOD OF CONFUSION 

25. Opposer incorporates by reference Paragraphs 1 through 24, as if fully set forth 

herein. 

26. Applicant’s Mark is highly similar in sound, appearance and commercial 

impression to Opposer’s Marks, since the dominant element of Applicant’s mark is “ELLE,” 

which is identical to Opposer’s famous ELLE mark.  In addition, Opposer co-brands the ELLE 

mark for products and services, and thus the additional wording “DANI-” could be viewed as 

denoting another line extension or co-branding project from Opposer.     

27. Applicant’s Mark is being used in connection with goods and services that are 

identical or closely related to the goods and services for which Opposer uses Opposer’s Marks 

and any extension, and are promoted and sold or offered for sale in the same or similar channels 

of trade, to the same or similar purchasers. 

28. Based on the similarities of the marks and the goods and services, the public is 

likely to associate the goods and services offered by Applicant under Applicant’s Mark with 

Opposer or with Opposer’s Goods and Services to believe that Applicant’s goods are sponsored, 

endorsed or licensed by Opposer, or that there is some relationship between Applicant and 

Opposer. 

29. The granting of a trademark registration for Applicant’s Mark to Applicant would 

be contrary to Section 2(d) of the U.S. Trademark Act, 15 U.S.C. § 1052(d), and would violate or 

diminish the prior and superior rights of Opposer in Opposer’s Marks.  
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30. The presumption of exclusivity that would arise from a registration to Applicant 

of Applicant’s Mark is inconsistent with Opposer’s prior rights in Opposer’s Marks. 

31. Opposer will be thus damaged by the registration of Applicant’s Mark because 

such registration will support and assist Applicant in the confusing and misleading use of the 

Applicant’s Mark and will give color of exclusive statutory rights to Applicant in violation and 

derogation of the prior and superior rights of Opposer. 

SECOND CLAIM FOR RELIEF  

FALSE SUGGESTION OF A CONNECTION WITH OPPOSER 

32. Opposer incorporates by reference Paragraphs 1 through 31, as if fully set forth 

herein. 

33. Applicant has no legitimate connection with Opposer and has no authority or 

permission to use a trademark suggesting such a connection. 

34. Applicant’s Mark is not registrable pursuant to Section 2(a) of the U.S. 

Trademark Act, 15 U.S.C. § 1052(a), because it falsely suggests a connection or affiliation with 

Opposer.   

35. Opposer will be damaged by the registration of Applicant’s Mark on the grounds 

that Applicant’s use and registration of Applicant’s Mark will falsely suggest a connection 

between Applicant and Opposer to the damage of Opposer and injury to the public, in violation 

of Section 2(a) of the U.S. Trademark Act, 15 U.S.C. § 1052(a).  

THIRD CLAIM FOR RELIEF  

DILUTION 

36. Opposer incorporates by reference Paragraphs 1 through 35, as if fully set forth 

herein. 

37. Opposer’s ELLE mark is inherently distinctive and has been used in commerce 

since 1945 in connection with ELLE magazine, March 22, 1965 in connection with clothing and 
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1996 in connection with the website www.elle.com, long before any date on which Applicant 

may rely.   The ELLE mark is famous in the fashion industry.  As used as the title of the 

magazine ELLE and in connection with the website www.elle.com, the ELLE mark is also 

renowned in the beauty, arts, entertainment and music fields.  The ELLE mark is also well-

known via its use on labels that are attached to all ELLE goods all over the world, its branded 

social networking sites, and its use in electronic applications and goods, including television and 

video broadcasts shown on the www.elle.com website and online publications.  The ELLE mark 

is the subject of numerous federal trademark registrations, a number of which are incontestable.  

In view of the strength and notoriety of the ELLE mark, the duration and extent of Opposer’s 

nationwide use and advertising of the ELLE mark, and the degree of recognition of the ELLE 

mark, the mark ELLE is famous within the meaning of Section 43(c) of the U.S. Trademark Act, 

15 U.S.C. § 1125(c). 

38. Applicant’s mark was adopted and the application at issue was filed long after 

Opposer’s ELLE mark became famous. 

39. Upon information and belief, Applicant applied to register Applicant’s Mark with 

full knowledge of the prior use and fame of Opposer’s Marks. 

40. By virtue of the similarity between Applicant’s Mark and the ELLE mark, the 

fame of the ELLE mark, and the exclusive association between the ELLE mark and Opposer, 

Applicant’s Mark is likely to cause, and will cause, dilution of the distinctive value of Opposer’s 

Marks under Section 43(c) of the U.S. Trademark Act, 15 U.S.C. § 1125(c). 

41. Opposer will be damaged by the registration of Applicant’s Mark because it will 

cause dilution of the distinctive quality of Opposer’s Marks. Therefore, registration of 

Applicant’s Mark should be refused under 15 U.S.C. §§ 1125(c) and 1063(a). 
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WHEREFORE, Opposer requests that this Opposition be sustained, and that the 

registration of U.S. Trademark Application Serial No. 86/540,377 be refused. 

Dated: January 4, 2016   Respectfully submitted. 

 

      McCARTER & ENGLISH, LLP 

 

 

 

      By: /Gary H. Fechter/  _     

       Gary H. Fechter 

       Lori J. Shyavitz 

       Alice M. Pang 

      Attorneys for Opposer 

      HACHETTE FILIPACCHI PRESSE 

      245 Park Avenue 

      New York, New York  10167 

      Tel.: (212) 609-6800 

      Fax: (212) 609-6921 
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CERTIFICATION OF SERVICE 

 

 The undersigned hereby certifies that the foregoing NOTICE OF OPPOSITION has been 

served by First Class Mail, postage prepaid, on Applicant’s attorney of record at the following 

address:   

 

Noah C. McPike, Esq. 

Almon & McPike, PLLC 

1222 16th Ave S Ste 26 

Nashville, Tennessee  37212-2926  

 

Date: January 4, 2016 

        _     

       Alice M. Pang 
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